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Gregory D. Williams, LL.M., J.D., B.Sc.

66 Jewell Street ( South Hampton, NH 03827 ( shiner53@my fairpoint.net( 603-394-7809


( Professional Summary:

General Counsel/Chief Intellectual Property and Secretary at 300+ employee biotechnology company, having 26+ years experience in all aspects of worldwide I.P. acquisition and management (contracts, licensing portfolio development and management, patent, trademark, technology transfer & alliance negotiation/structuring), global business development, organizational management, non-I.P. affairs oversight (employment, compliance, property, etc.), and strategic counseling for all departments, including the CEO, founder and senior executive team. 

( Education: 
· LL.M. (1982) – University of Pennsylvania Law School (antitrust, patent and I.P. specialization in the field of biotechnology law).

· LL.B./Juris Doctorate (1981) – McGill University, Montreal, Quebec, Canada.

· Graduate coursework in Pharmacology/Toxicology (1978) – McGill University.

· Bachelor of Science, Chemistry & Biology (1977) – McGill University.

( Legal/Executive Experience:
General Counsel, & former Chief I.P. Counsel (1994-2010)
New England Biolabs, Inc. Ipswich, MA, a world leader in the production and supply of reagents for the life science industry.
· Served as part of senior management team that substantially increased company revenues  over 16 years.

· Established and managed licensing/legal department overseeing intellectual property acquisition, technology licensing, and I.P. asset management and strategy development for 300+ employee life science reagent-focused biotechnology company, with more than 130 issued U.S. Patents.

· Supervised group of 3 legal professionals.

· Responsible for managing all aspects of worldwide alliance, licensing, and technology transfer development, negotiation, and management of worldwide patent and trademark portfolio development and prosecution, and all aspects thereof.

· Managed worldwide docket of over one hundred plus issued/pending patents, multiple issued/pending trademarks, and several hundred licenses, alliances, and supply or collaboration agreements.

· Core technology focus in life science reagents, restriction and modifying enzymes, cell biology, protein expression systems, and other tools useful in both the research, therapeutic and diagnostic forums.

· Developed a worldwide IP portfolio in the genetic engineering sector that separated company from its major competitors including Roche, Life Technologies (Life), Promega, Stratagene, Takara and Toyobo, positioning company as the leader in the life science reagent space worldwide.

· Negotiated and structured freedom-to-operate, settlement agreements with key competitors as well as numerous key technology acquisition agreements and license. 

· Served as a senior member of the Global Business Development team and worked directly with all departments and management to advise and assist in development of corporate strategic planning, goals, and business development, including alignment of I.P. asset strategy.  Exemplary highlights include:

· Negotiated, structured and managed relationship with multi-billion dollar diagnostic company that has netted company to date in excess of  $50M in revenue via supply and licensing revenues.

· Developed and helped structure, negotiate, and implement strategic alliances and out-licensing programs leveraging core in-house and outside technologies, at heart of existing and evolving business interests of company (including its cell biology division and next generation sequencing business and alliances.)

· Contributed within the business development group to develop strategic approaches to achieve corporate missions and to best leverage company IP, and scientific assets to achieve value maximization and desired positioning of company in emerging future core businesses.

· Responsible for all aspects of worldwide freedom-to-operate evaluation, competitive intelligence, and IP litigation management and dispute resolution.

· Managed  patent and trademark litigations and potential litigations ending in favorable outcomes.

· Managed worldwide patent oppositions and litigations regarding Taq polymerase/PCR IP portfolio ending in favorable decisions.

· Conducted freedom-to-operate and competitive/landscape analyses for planned business and product operations.

· Contributed to the establishment of a worldwide distribution network and establishment of subsidiaries in key markets. 

· Responsible for advising executive management on non-IP legal issues and policies, including employment, labor, human resources, compliance issues, property/lease matters, and general contracts involving transactional issues between company and outside vendors.

· Responsible for advising company regarding spin-offs, acquisitions, equity positions, and other strategic alliances between company and third parties.

· Advised company on matters dealing with town and state regulatory authorities in connection with the establishment of company in Ipswich , Massachusetts and ongoing compliance issues.

Partner/Associate (1983-1994)- Dike, Bronstein, Roberts & Cushman, (now Edwards, Angell, Palmer & Dodge) Boston, MA

· Responsible for worldwide biotechnology patent preparation, prosecution and portfolio management for a variety of academic and for-profit entities.
· Participated in patent and trademark infringement litigation matters, and prepared patent validity/non-infringement opinions, licenses, technology transfer agreements, negotiations and the like.

· Clients served included New England Biolabs, Genetics Institute, Burroughs Wellcome, Takeda Pharmaceutical, R.J. Reynolds, Mitsubishi Chemicals, Dana Farber, and Ludlow/Tyco Corporation.

Associate, Dann, Dorfman, Herrell & Skillman (1982-1983)
Philadelphia, PA
· Assisted in trademark and biotechnology patent preparation, prosecution, and portfolio management, drafted and reviewed technology licenses, assisted in patent opposition/litigation matters.
( Lecturing/Teaching Experience:

Biotechnology Patent Law for Attorneys, Irving Kayton PRG course - co-authored and taught cutting edge course for attorneys entering the biotechnology space (1990 – 1996).

Patent Bar Review Course, Irving Kayton PRG course – taught basic review course for attorneys interested in practicing IP law (1990’s).

Transition from Outside Counsel to General Counsel seminar, Boston Patent Law Association/Boston Bar Association – authored and presented issues regarding transition from outside to General Counsel (1997).

 Biotechnology Patent Law course, Massachusetts Bar Association, co-authored and taught cutting edge course for attorneys entering the biotechnology space (1996).

Mentored Patent Agent/Attorneys in-house at company on matters including basic patent & trademark prosecution, licensing, litigation and freedom-to-operate.  

( Professional Associations:

President (1996) and Board Member of the Boston Patent Law Association (1989- 1997).

Member, ABA Co-chair of Biotechnology Section; Member, American Intellectual Property Law Association (AIPLA); Member, Intellectual Property Owners Association (IPO); Member, Licensing Executive Society (LES).
( Admissions
· Admitted to the Massachusetts Bar (1981).

· Registered IP attorney before the Patent & Trademark Office (1982).

· Admitted to practice before the U.S. District Court of Massachusetts.

· Admitted to practice before the 1st and 3rd Circuit Courts of Appeal (Federal), Court of Appeals for the Federal Circuit, and Supreme Court of the United States.

( Extracurricular:

Husband and father of three, who enjoys skiing, golf, boating, and horseback riding, who can be found doing one of these things outdoors in between licensing activities, negotiating alliances, developing intellectual property strategies, and raising a family.   Also serve on the board of two non-profits:  Artsbridge, Inc. (http://artsbridgeinstitute.org/) and Save one Life (http://www.saveonelife.net/.)
